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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Double Patenting 

1. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

2. Claims 1 - 3, 6 - 8 and 10 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1 - 3, 5, 7, 9 - 10 and 13 - 16 of copending Application No. 
10/798,027 [ Hereinafter '027 ]. This is a provisional double patenting rejection since the 
conflicting claims have not in fact been patented. 
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With respect to claim 1, copending application '027 claims ( see claims 1, 5 and 10 ) a 
plurality of image forming units each having at least an electrophotographic photoreceptor, a 
latent image forming device to form an electrostatic latent image on electrophotographic 
photoreceptor, developing device to develop the electrostatic latent image with toner form visible 
toner image on the electrophotographic photoreceptor, transferring device to transfer the visible 
toner image onto a toner image receiving member and a cleaning device to remove the toner 
remaining on the electrophotographic photoreceptor after transferring the visible toner image by 
the transferring device, wherein the plurality of image forming units are arranged so as to 
transfer and pile up the visible toner images successively onto the toner image receiving member 
to form a toner image, and wherein the toners used in each of the image forming units have 
different colors and the turbidity of less than 60; and the difference of the turbidity the toner 
having the highest turbidity and that of the toner having the lowest turbidity among the toners is 
5 to 45. 

In regards to claim 2, copending application '027 also claims ( see claims 2 and 7 ) an 
image forming apparatus wherein said toner image receiving member is an intermediate 
transferring device which retransfers said toner image transferred and piled up by the image 
forming units onto a recording material. 

Regarding claim 3, copending application '027 claims an image forming apparatus 
wherein a surface layer of the electrophotographic photoreceptor of at least one the plural image 
forming units contains fluoro-resin particle ( see claim 13 ). 
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With regards to claim 6, copending application 6 027 further claims an image forming 
apparatus wherein the difference of the turbidity of the toner having the highest turbidity and that 
of the toner having the lowest turbidity among the toners is 10 to 35 ( see claims 3 and 14 ). 

Regarding claim 7, copending application '027 claims an image forming apparatus 
wherein the image forming units are four image forming units composed of an image forming 
unit having a black toner, an image forming unit having a yellow toner, an image forming unit 
having a magenta toner and an image forming unit having a cyan toner ( see claims 1, 5 and 10 ). 

In regards to claim 8, copending application '027 claims ( see claims 9 and 15 ) an image 
forming apparatus wherein the turbidity the black toner less than 20. 

With respect to claim 10, copending application '027 also claims ( see claim 16 ) an 
image forming method, comprising the steps of forming respective color latent images of yellow, 
magenta, cyan and black, on a plurality of electrophotographic photoreceptor; developing the 
respective color latent images with corresponding color toners to form respective color visible 
toner images; and transferring the respective color toner images successively to be piled up on a 
toner image receiving member, wherein the toner has the turbidity of less than 60, and the 
difference of the turbidity of the toner having the highest turbidity and that of the toner having 
the lowest turbidity among the toners is 5 to 45. 
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3. Claim 10 is provisionally rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claim 1 of copending Application No. 10/802,470. This is a provisional double patenting 
rejection since the conflicting claims have not in fact been patented. 

With respect to claim 10, copending application '470 also claims ( see claim 1 ) an image 
forming method, comprising the steps of forming respective color latent images of yellow, 
magenta, cyan and black, on a plurality of electrophotographic photoreceptor; developing the 
respective color latent images with corresponding color toners to form respective color visible 
toner images; and transferring the respective color toner images successively to be piled up on a 
toner image receiving member, wherein the toner has the turbidity of less than 60, and the 
difference of the turbidity of the toner having the highest turbidity and that of the toner having 
the lowest turbidity among the toners is 5 to 45. 



Allowable Subject Matter 



4. Claims 4, 5 and 9 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 
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Conclusion 



5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The following reference are considered of relevance to the present application : 

a. Nakamura et al. ( US 6,641 ,965 ) 

b. Shoji et al. ( US 4,839,692 ) 

c. Itakura et al. ( US Pub. No. 2005/0014079 ) 

d. Tomitaetal.( US 5,164,774) 

e. Ito et al. ( US Pub. No. 2005/0018218 ) 

f. Matsumoto et al. ( US Pub. No. 2005/0089779 ) 

g. Ayaki et al. ( US Pub. No. 2005/0106481 ) 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yaritza Guadalupe McCall whose telephone number is (571)272 
-2244. The examiner can normally be reached on 8:00 AM - 5:30 PM. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F.F. Gutierrez can be reached on (571) 272-2245. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




YGM 

June 2, 2005 



Yaritza Guadalupe-McCall 
Patent Examiner 
Art Unit 2859 



